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NONAQUEOUS ELECTROLYTE SECONDARY BATTERY 

Examiner: Scully S.N.: 10/574,952 Art Unit: 1795 November 8, 2008 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Particularly, the claim refers to "said silicon-containing 
material mixed with carbon material." It is unclear to what applicant intends to be 
referring. Applicant is asked to clarify. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Matsubara et al. (US2002/01 64479) in view of Otsuki et al. (US7,429,433). 

With respect to claim 1 , Matsubara et al. disclose a nonaqueous electrolyte 
secondary battery having a negative electrode comprising silicon. See abstract, [0002]. 
The electrolyte is an organic electrolyte including one in which a lithium salt is dissolved 
in an aprotic solvent. See [0133]. Matsubara et al. are silent regarding a phosphazene 
derivative included in the electrolyte solution. 

Otsuki et al. disclose a secondary battery having an aprotic solvent in the 
electrolyte including a lithium salt such as those used in Matsubara et al., further 
comprising a phosphazene derivative in the electrolyte which allows a non-aqueous 
electrolyte secondary battery to have higher recharge-discharge capacity just after 
production and after the storing at higher temperature and a high safety. See column 3, 
lines 45-49. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to include phosphazene in the electrolyte of Matsubara et al. because 
Otsuki et al. teach that it provides higher recharge-discharge capacity just after 
production and after the storing at higher temperature and a high safety. 

With respect to claim 2, Matsubara et al. disclose coating the silicon material with 
carbon. See abstract; Fig. 1. 

With respect to claims 3 and 8, Otsuki et al. further disclose adding 10 volume% 
of a phosphazene derivative. See Examples 6-9. 
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With respect to claims 4 and 9, Matsubara et al. disclose the silicon-containing 
material to be silicon oxide. See [0027]. 

With respect to claim 5, the language of claim 5 is product-by-process and does 
not further limit the claim. "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

With respect to claim 6, Matsubara et al. disclose a weight ratio of silicon to 
carbon to be between 0.1 :99.9 to 50:50. See [0029]. Further, Example 8 discloses 
mixing 5 parts by weight of silicon with 95 parts by weight of natural graphite. See 
[0156]. 

With respect to claim 7, Matsubara et al. disclose silicon and carbon are included 
in the negative electrode of the battery. See [0046]. 

With respect to claims 10-13, Matsubara et al. disclose the nonaqueous 
electrolyte solution to include LiPF 6 . See [0135]. 

Contact/Correspondence Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Scully whose telephone number is (571)270- 
5267. The examiner can normally be reached on Monday to Friday 7:30am to 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dah-Wei Yuan can be reached on (571)272-1295. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IS. SJ 

Examiner, Art Unit 1795 



/Dah-Wei D. Yuan/ 

Supervisory Patent Examiner, Art Unit 1795 



